DECISION
 No 925/23.10.2007

The proceedings were initiated under application of „ORGAHIM - AD” AD, Rousse, against „MEGAHIM - AD” AD, Rousse, with which it pleads with the Commission on Protection of Competition to ascertain committed infringements under Art. 33, Para 2 of LPC (repealed), impose pecuniary sanction provided by the law and ensure the termination of the infringement.

It is specified in the application that since the beginning of the 80’s until present the claimant has produced and offered on the Bulgarian market facade paint, “FASAGEN”. The latter was registered as a word trademark. During the indicated period, the specified product has gained outstanding popularity. In the offering of its product, the association designated with the “FASAGEN” mark only the product facade paint, where the appearance of the packaging, in which it was offered, has changed over the years necessitated by the dynamics of the market.  
In the beginning of 2006, the association found that „MEGAHIM - AD” AD, Rousse is using the mark „FASAGEN - А” in its business activity, without the permission of „ORGAHIM - AD” AD. This sign is used to indicate a product, which is interchangeable with the one, whose trademark is registered and used by the claimant, namely the facade paint.  The claimant holds that the defendant does not use its own registered combined trademark, but uses a sign that is exceptionally similar to the “FASAGEN” trademark. In the sign used by the defendant, the leading element is the word “FASAGEN – A”, which is written in bold and in a considerably larger font. 
The claimant has decided that there was an illegal use of the aforementioned trademark by a competitor undertaking in a way that injures the interest of the former on the respective market, and a letter has been sent by the claimant to “MEGAHIM – AD” AD inviting it to terminate the illegal use of the mark. 
According to the claimant, the “FASAGEN” mark is used by “MEGAHIM – AD” AD in contravention of good faith trade practice and in a way that affects the interests of the claimant. In this way, „MEGAHIM - AD” AD has committed an infringement of Art. 33, Para 2 of LPC (repealed).

The defendant specifies that it has produced and offered on the market the product “facade paint” since the foundation of the undertaking. It is maintained that the paint in the current proceedings is offered with the sign „MEGAFASAGENA”, a registered trademark. The association has always used as a designation of the product in the proceedings the quoted sign and it is indicated that the name “FASAGEN” has never been used independently on the product labels, which is also valid for the name “FASAGEN – A”. For this reason, the defendant indicated that the application of “ORGAHIM - AD” AD should be rejected, because “MEGAHIM - AD” AD does not use the sign quoted in the application but its own mark. The holistic impression made by the packaging and labels of the two undertakings is completely different and has no common elements. It is maintained that, through its packaging, the claimant makes a name for LEKO as a trademark, while the “FASAGEN” designation is used everywhere as a description for this type of product. 
With a view to clarifying the circumstances under the case file, information was requested from the Patent Office regarding the existence of registered trademarks in the names of the parties in the dispute. 
After analyzing the collected evidence under the case, the Commission assumed as established on basis of fact the following: that the parties are in competitive relations. 
It was also established that on 16.09.1987 a word mark “FASAGEN” was registered in the name of „ORGAHIM - AD” AD, because of the transfer of rights on a mark Reg. No 15939/16.09.1987 from ТК „Gavril Genov”. On 08.04.2003 in the name of „MEGAHIM - AD” AD, a mark was registered containing the word element „FASAGEN” in Latin letters. The rights on the latter trademark are transferred from „MEGAHIM - AD” OOD to „MEGAHIM - AD” AD. „MEGAHIM - AD” AD distributed and advertised facade paint, designated with the mark  “MEGAFASAGEN – A” from 2000 to 2007 inclusive. From 12.04.2006 to 15.02.2007 „MEGAHIM - AD” AD distributed and advertised facade paint designated with the mark „MEGA FASAGEN - A”, where the word element „FASAGEN - A”, is centered and printed in block letters.
From the so established factual context, CPC assumed the following regarding the legal basis:

From the evidence under the case file, it could be accepted as established that the parties are in factual relations of competition; and the two associations perform an identical kind of business activity related to the production and distribution of paints, and in particular, facade paints. 
In order to judge whether the actions of the defendant parties are performed in contravention of the good faith trade practice, CPC examined the specific manifestations of unfair competition, indicated in the application, relating to Art. 33, Para 2 of LPC (repealed).

Under Art. 33 Para 2 of LPC (repealed)

The Commission adopts that in this case the mark used by “MEGAHIM - AD” AD has nothing to do with its own registered mark. The defendant has used on its products (in this case, facade paint) a mark, which is exceptionally similar to the one of the claimant.

In the course of the examination, it was proven that for a period of 10 months the mark was printed out on the paint cans and the advertising materials as two distinct words, namely  “MEGA” /printed in smaller font/ and „FASAGEN – А”, where the emphasis lied on “FASAGEN - A”, printed out in big black letters in Cyrillic. It is namely this period that CPC considers a subject to the current proceedings. In this way, the described designation, used by “MEGAHIM – AD” AD, is close to the word mark “FASAGEN”, property of the claimant, which on its part is used in the way it is registered, in Cyrillic alphabet. From the above stated, it follows that the first element of the factual hypothesis of Art. 33 Para 2 LPC (repealed) is present.
In order for the infringement to execute the hypothesis under Art. 33, Para 2 of LPC, the second element of the factual hypothesis of the norm has to be established as well. 
The second element of the cited provision requires the use of the trademark of the other entity to be done in such a way that could lead to injuring the interests of the competitors and/or customers. The prohibition of the applicable provisions has the objective to prevent the occurrence of a behavior on the part of economic entities, which aims at imitating a competitor merchandize and it is performed in such a way that leads to deception as to the actual producer and/or other essential characteristics of the merchandize. Provided being done and evidenced in the proceeding, it naturally results in injuring the interests of competitors, among themselves, and of the customers.

CPC has judged that as imitation. The analysis has revealed that basic elements in the examined labels are namely “FASAGEN” and “MEGA FASAGEN – A”. The established similarities based on the comparison are relevant to ascertaining a visual similarity between the graphic presentation and composition of the elements on the labels of the facade paint cans.  The designation used by the defendant, which is a phrase composed of two words, is not sufficient to be distinguished from the sign, established by the claimant. 
In view of the products identity, the possibility of deception has been real since the manner in which “MEGAHIM – AD” AD uses the designation does not differentiate the merchandize of the undertaking. On the contrary, it merges with the established image of the recognized trademark of the claimant; and, in this way, there is an actual possibility of deception, related to the possibility the product to be taken as a continuation and modification of the facade paint offered by the claimant. Hence, the second element of the factual hypothesis of the provisions of Art. 33, Para 2 is present.
In addition, it is specified that the claimant has incorrectly laid claims for material damage with CPC. The Commission is not competent authority to rule on damages, thus the claim should be laid before the proper body. 

In view of the above said, CPC imposed a pecuniary sanction on “MEGAHIM – AD” AD for committed infringement under Art. 33 Para 2 LPC (repealed).

